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DETAILED ACTION 

1 . This Office Action is in regards to the most recent papers filed on 7/21/2003. 

Priority 

2. This application is a continuation in part of application 09/955,044, which is 
referred to in lines 2-5 of page 1 of the specification. The information provided here, 
though, should be amended to indicate the current status of application 09/955,044. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 19 and 20 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claim 19 is drawn towards a 
computer readable medium. According to page 8, lines 16-17, a computer readable 
medium may include "a carrier wave from the Internet or other network." Claims that 
are directed towards transmission media encoded with software are held to be 
nonstatutory, and in the case of claim 19, the claim is directed towards transmission 
media as well as physical media. See MPEP 2106. 



5. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The claim includes the term "reduced functionality computer." 
It is not clear what scope the term "functionality" is intended to have. For purposes of 
prosecution, it is assumed that a normal functionality computer is a standard desktop 
computer, and a reduced functionality computer is any computer that has any less 
functionality, such as a laptop, PDA, cellular phone, hand held PC, etc. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1,4-8, 11-14, 18, 19, and 21 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Toomey et al. in US Patent number 6,1 19,147, hereafter referred to 
as "Toomey." 

With regard to claim 1, Toomey discloses a system for communicating images for 
a meeting, comprising: a plurality of computers controlled by meeting participants 
(Toomey: Figure 2 and column 5, lines 33-55); a storage device capable of storing one 
or more collections of expressive images of each meeting participant (Toomey: Column 
7, lines 18-45. The avatars are interpreted as being the "expressive images." As 
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Toomey's disclosure is intended to run on computer systems, there is inherently a 
storage device of some sort. Any storage device that would be used in Toomey can 
inherently store one or more collections of expressive images. The term "capable" does 
not actually require that the collection of images actually be stored on the storage 
device. In the case of Toomey, there are predefined avatars and user created avatars 
that can be selected, meaning that some storage device must be storing them.); a 
software application enabling each meeting participant to select an expressive image 
from the one or more collections of expressive images (Toomey: Column 7, lines 18- 
30); a network connecting the plurality of computers (Toomey: Column 2, lines 3-11), 
wherein each meeting participant communicates the selected expressive image to other 
meeting participants over the network during the meeting (Toomey: Column 7, lines 35- 
45. If the avatar is updated, the image is transmitted to the server to update the image 
on the computers of all the users.). 

With regard to claim 4, Toomey discloses that the selected expressive image is 
transmitted to a server over a network (Toomey: Column 7, lines 35-45). 

With regard to claim 5, Toomey discloses that the selected expressive image is 
transmitted to a designated host over the network (Toomey: Column 7, lines 35-45. 
Each computer on the network constitutes a host, and each one is a designated host for 
receiving the image from the server.). 

With regard to claim 6, Toomey discloses that the selected expressive image is 
transmitted to other computers on the network (Toomey: Column 7, lines 35-45. The 
image is sent from the server to each other computer.), and that each computer can 
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simultaneously function as both a host and a client (Toomey: Column 7, lines 35-45. 
This limitation is interpreted as being intended use, as the word "can" means that the 
computer is able to simultaneously function as both a host and a client, which any 
general purpose computer with a network interface is capable of doing. In the case of 
Toomey, the server requests the information from the computer, and the computer 
serves the information, which makes the computer the host and the server the client. In 
other circumstances, the computer is the client and the server is the host.). 

With regards to claim 7, Toomey discloses that the software application 
comprises modules for generating: a photo control window capable of selecting the 
expressive image from one or more collections of expressive images (Toomey: Column 
7, lines 18-45); and a photo display window capable of displaying the selected 
expressive image on each meeting participant's computer (Toomey: Figure 4). 

With regards to claim 8, Toomey discloses that the software application allows 
each meeting participant to enter text labels associated with the selected one or more 
expressive images (Toomey: Column 6, lines 38-48. The system of Toomey does not 
block the user from entering labels associated with the selected one or more expressive 
images, therefore it is allowed. The claim language does not require any specific form 
of the text label, or that the text label be displayed as part of the meeting. The file name 
of the image could be the text label. In this case, Toomey happens to show that text 
can be entered and displayed on the image, as a text utterance, which constitutes 
another possibility of text label.). 
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With regards to claim 1 1 , Toomey further discloses that the storage device is 
located on a server (Toomey: Column 7, lines 35-45. As the storage device only needs 
to be capable of storing the collection, but does not need to actually store it according to 
the language of claim 1 , the server's storage device can be the storage device as 
recited in claims 1 and 1 1 .). 

With regards to claim 12, Toomey (Toomey: Column 7, lines 18-30. As the 
storage device only needs to be capable of storing the collection, but does not need to 
actually store it according to the language of claim 1 , the client's storage device can be 
the storage device as recited in claims 1 and 1 1 .). 

With regards to claims 13, 19, and 21, the invention as claimed is substantially 
similar to the subject matter claimed in claim 1, and are rejected for substantially similar 
reasons. 

' With regard to claim 14, Toomey discloses enabling the meeting participant to 
select a second expressive image to replace the first expressive image, wherein the 
second expressive image is communicated to other meeting participants' computers 
over the network (Toomey: Column 7, lines 35-45. During the meeting, the user's 
avatar can be changed and eventually transmitted to all the other users.). 

With regards to claim 18, the claim is substantially similar to claim 8, and is 
rejected for substantially similar reasons. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 2, 3, 9, 10, 15-17, 20 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toomey in view of knowledge possessed by a person of ordinary skill 
in the art. 

With regard to claim 2, Toomey discloses the invention as substantially claimed 
except that one or more of the plurality of computers are reduced functionality 
computing devices. 

A person of ordinary skill in the art would have known how to implement the 
system of Toomey on a reduced functionality computing device (This term in extremely 
broad, and covers many different devices such as a standard laptop computer.). 

It would have been obvious to a person of ordinary skill in the art to implement 
Toomey's system using one or more reduced functionality computing devices. 

The suggestion/motivation for doing so would have been that reduced function 
computers allow the user more freedom with location. A laptop, for example, is small 
enough to be carried, has a battery, and includes all the components in one casing that 
is required to implement any function that a regular desktop can perform (though at 
slightly slower speeds, thus, reduced functionality computing device.). This allows a 
user to not be restricted to a desk, but can instead have the meeting in an environment 
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that the user finds to be comfortable. Also, satellite offices can be set up more readily 
using laptop computers, as the multiple larger components that are required for a 
desktop or tower computer are replaced with one device. 

With regards to claim 3, Toomey discloses the invention as substantially claimed 
except that the expressive images are photographs of the meeting participant. 

A person of ordinary skill in the art would have known how to use photographs 
for the avatars of Toomey. In fact, the examiner has used his own photograph for 
buddy icons for AOL Instant Messenger prior to 2001, where the buddy icon is similar to 
the avatars of Toomey. 

It would have been obvious to a person of ordinary skill in the art to use 
photographs of the participants for the avatar of Toomey. 

The suggestion/motivation for doing so would have been that Toomey allows 
users to customize the avatars (Toomey: Column 7, lines 18-30). This customization 
would allow the user to create an avatar based on the user's photograph, allowing the 
user a greater degree of customization, and allowing other users to know what he/she 
looks like in real life. Also, the teachings of Toomey show that the user avatars are 
photographic images (Toomey: Column 11, lines 6-10). As the avatars are already 
photographic images, it makes sense to have the avatars being photographic images of 
the participant that the avatar represents. 

With regard to claim 9, Toomey discloses the invention as substantially claimed 
except that the system further comprises a digital camera operatively connected to one 
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of the plurality of computers for acquiring photographs of a meeting participant during a 
meeting. 

A person of ordinary skill in the art would have known how to have a digital 
camera connected to the system of Toomey that can take photographs of a meeting 
participant during a meeting. 

Evidence of this can be found in US Patent number 7,065,71 1 to Hata et al., 
hereafter referred to as "Hata." Hata discloses a system that detects facial expressions 
of the meeting participant that can change based on variation of facial expressions of a 
meeting participant based on pictures picked up by a digital camera during the meeting. 
(Hata: Column 9, lines 5-1 5). t 

It would have been obvious to a person of ordinary skill in the art to have a 
camera connected to the system of Toomey that can take pictures of a meeting 
participant during a meeting. 

The suggestion/motivation for doing so would have been that by having a digital 
camera connected to a computer, the user can take photographs. The claim language 
does not require that the photographs of the meeting participant to actually be taken. 
Even so, a person of ordinary skill in the art would have been motivated to connect a 
digital camera to the computer and take pictures during the meeting of the meeting 
participant in order to automatically select expressive images to display or to take 
additional images to create new expressive images to be distributed to other meeting 
participants. 
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With regard to claim 10, Toomey discloses the invention as substantially claimed 
except that the system further comprises a video camera operably connected to one of 
the plurality of computers for acquiring real-time video of a meeting participant during a 
meeting. 

A person of ordinary skill in the art would have known how to connect a video 
camera to a computer that can take video of a meeting participant during a meeting. 

Evidence of this can be found in US Patent number 7,039,676 to Day et al., 
hereafter referred to as "Day." Day discloses a system where a camera is utilized to 
detect gestures of the user and automatically transmit information based on the gesture 
(Day: Column 5, line 54 to column 6, line 10 and figure 3). 

It would have been obvious to a person of ordinary skill in the art to connect a 
video camera to one of the computers that can take video of a meeting participant 
during a meeting. 

The suggestion/motivation for doing so would have been that by having a video 
camera connected to a computer, the user can take video and transfer it to the 
computer. The claim language does not require that any video actually be taken or 
transmitted. Even so, a person of ordinary skill in the art would have been motivated to 
take video during the meeting so that video transmission can occur during the meeting. 
Even though Toomey disclosure is an alternate solution to having video transmitted to 
each participant, having video transmitted between only two participants is a feasible 
improvement over Toomey's disclosure. Likewise, the video could be used to 
automatically display certain expressive images or text labels based on gestures of the 
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user, allowing common animations and text labels that would be displayed in Toomey's 
system to be displayed when the gesture occurs rather than having to be typed each 
individual time. 

With regards to claims 15 and 20, the claims are substantially similar to claim 9, 
and are rejected for substantially similar reasons. 

With regards to claim 16, the claim is substantially similar to claim 10, and is 
rejected for substantially similar reasons. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

In US Patent number 5,880,731 to Liles et al., a system for a graphic chat system 
using avatars to represent different users is disclosed. The avatar can perform different 
gestures, which constitutes different expressive images which are selected indirectly by 
the user. 

In US Patent number 6,522,333 to Hatlelid et al., a system for remote 
communications is disclosed where the user can select different pictures to represent 
the user's mood to be transmitted to other users in a text session. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Christensen whose telephone number is (571) 
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270-1 144. The examiner can normally be reached on Monday through Thursday 
6:30AM -4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vaughn William can be reached on (571) 272-3922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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